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DETAILED ACTION 

1. Claims 1-10 Pending. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-8 rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 1-4 by Applicants own Admission (Specification, Page 51) may be 
implemented entirely as software, and as such is considered to be software per se. 

Claims 5-8 do not qualify as statutory due to the fact that they indicate being 
'computer-readable medium containing instructions', which may be construed to be a 
signal or other transmission medium. 

Claims that recite nothing but the physical characteristics of a form of energy, 
such as a frequency, voltage, or the strength of a magnetic field, define energy or 
magnetism, per se, and as such are nonstatutory natural phenomena. O'Reilly, 56 U.S. 
(15 How.) at 112-14. Moreover, it does not appear that a claim reciting a signal encoded 
with functional descriptive material falls within any of the categories of patentable 
subject matter set forth in Sec. 1 01 . 

First, a claimed signal is clearly not a "process" under Sec. 101 because it is 
not a series of steps. The other three Sec. 101 classes of machine, compositions of 



Application/Control Number: 10/691.280 Page 3 

Art Unit: 2165 

matter and manufactures "relate to structural entities and can be grouped as 'product* 
claims in order to contrast them with process claims." 1 D. Chisum, Patents Sec. 1 .02 
(1994). The three product classes have traditionally required physical structure or 
material. 

"The term machine includes every mechanical device or combination of 
mechanical device or combination of mechanical powers and devices to perform some 
function and produce a certain effect or result." Corning v. Burden, 56 U.S. (15 How.) 
252, 267 (1854), A modern definition of machine would no doubt include electronic 
devices which perform functions. Indeed, devices such as flip-flops and computers are 
referred to in computer science as sequential machines. A claimed signal has no 
physical structure, does not itself perform any useful, concrete and tangible result and, 
thus, does not fit within the definition of a machine. 

A "composition of matter" "covers all compositions of two or more substances 
and includes all composite articles, whether they be results of chemical union, or of 
mechanical mixture, or whether they be gases, fluids, powders or solids." Shell 
Development Co. v. Watson, 149 F. Supp. 279, 280. 113 USPQ 265, 266 (D.D.C. 
1957). afTd, 252 F.2d 861. 116 USPQ 428 (D.C. Cir. 1958). A claimed signal is not 
matter, but a form of energy, and therefore is not a composition of matter. 

The Supreme Court has read the term "manufacture" in accordance with its 
dictionary definition to mean "the production of articles for use from raw or prepared 
materials by giving to these materials new fomns, qualities, properties, or combinations, 
whether by hand-labor or by machinery." Diamond v. Chakrabarty. 447 U.S. 303, 308, 
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206 USPQ 193, 196-97 (1980) (quoting American Fruit Growers. Inc. v. Brogdex Co., 
283 U.S. 1,11,8 USPQ 131, 133 (1931), which, in turn, quotes the Century Dictionary). 
Other courts have applied similar definitions. See American Disappearing Bed Co. v. 
Arnaelsteen, 182 F. 324, 325 (9th Cir. 1910). cert, denied. 220 U.S. 622 (1911). These 
definitions require physical substance, which a claimed signal does not have. Congress 
can be presumed to be aware of an administrative or judicial interpretation of a statute 
and to adopt that interpretation when it re-enacts a statute without change. Lorillard v. 
Pons. 434 U.S. 575, 580 (1978). Thus, Congress must be presumed to have been 
aware of the interpretation of manufacture in American Fruit Growers when it passed 
the 1952 Patent Act. 

A manufacture is also defined as the residual class of product. 1 Chisum, Sec. 
1 .02[3] (citing W. Robinson, The Law of Patents for Useful Inventions 270 (1890)). A 
product is a tangible physical article or object, some form of matter, which a signal is 
not. That the other two product classes, machine and composition of matter, require 
physical matter is evidence that a manufacture was also intended to require physical 
matter. A signal, a form of energy, does not fall within either of the two definitions of 
manufacture. Thus, a signal does not fall within one of the four statutory classes of Sec. 
101. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 2 and 6 recites the limitation "the respective datatype instance". There is 
insufficient antecedent basis for this limitation in the claim. For the purpose of further 
consideration of the claims, the limitation "the respective datatype instance" will be read 
by the examiner as "the respective data instance", as there is a previous reference to 
"the data instance", but not to "the datatype instance". 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject nnatter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obviQus at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-10 rejected under 35 U.S.C. 103(a) as being unpatentable over Lehner 
et al ("Building an Information Marketplace Using a Content and Memory Based Publish/Subscribe 
System", Advanced Techniques in Personalized Information Delivery; Fredrick-Alexander Universitat 
Erlangen-Nurnberg, Pgs 27-46; 2001 and referred to hereinafter as Lehner) in view of Foster et al. 
("OSGA Data Services", Data Access and Integration Services; August 14, 2003 and referred to 
hereinafter as Foster). 

As per Claims 1 . 5, 9, and 10, Foster teaches a method in a data processing 
system having a program, computer readable medium, and system comprising: each 
data instance having one of a plurality of formats (i.e. "For example, a file. containing 
geographical data might be made accessible as an image via a data service that implements a 'JPEG 
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Image' virtualization, with SDEs defining size, resolution, and color characteristics, and operations 
provided for reading and modifying regions of the image. Another virtualization of the same data could 
present it as a relational database of coordinate-based infonvation, with various specifics of the schema 
(e.g., table names, column names, types) as SDEs, and SQL as its operations for querying and updating 
the geographic data.. .A many-to-one mapping can also occur when different service interfaces are 
defined to the same underlying data virtualization that provide different subsets of available 
functionality... "The preceding text excerpt clearly indicates that each data instance; may have multiple 
formats (e.g. Jpeg and database).) (Page 2, Paragraph 4; Page 5, Paragraph 5); and providing a 
datatype of a first format for each data instance (i.e. "For example, a file containing geographical 
data might be made accessible as an image via a data service that implements a 'JPEG Image' 
virtualization, with SDEs defining size, resolution, and color characteristics, and operations provided for 
reading and modifying regions of the image. Another virtualization of the same data could present it as a 
relational database of coordinate-based information, with various specifics of the schema (e.g., table 
names, column names, types) as SDEs, and SQL as its operations for querying and updating the 
geographic data... A many-to-one mapping can also occur when different sen/ice interfaces are defined to 
the same underlying data virtualization that provide different subsets of available functionality..." The 
preceding text excerpt clearly indicates that each format has a datatype (e.g. a template/class for 
enabling a user to view information in an application specific manner).) (Page 2, Paragraph 4; Page 5, 
Paragraph 5), each datatype having a metadata in the first format that describes the 
respective data instance and a reference in the first format to the respective data 
instance (i.e. "in both cases, the data sen/ice implementation is responsible for managing the mapping 
to the underlying data source... can involve simple data access or computational transformations of 
underlying data... SDEs may also be used to describe 'metadata' about data virtualization, such as who 
produced the data, its purpose, and abstract identifiers and properties of portions of the data. " The 
preceding text excerpt clearly indicates that the datatype/virtualization includes metadata that describes 
the data and a reference to the data (e.g. the data must be referenced in order to b^ accessed.) (Page 2, 



Application/Control Number: 1 0/691 ,280 Page 7 

Art Unit: 2165 

Paragraph 4; Page 5. Paragraph 4; Page 6. Paragraph 4), the data instances being maintained 
separately from the datatypes (i.e. "Mappings between data virtualizations and underlying data 
sources and sen/ices may be one-to-one, many-to-one, one-to-many, or many-to-many," l\\e preceding 
text excerpt clearly indicates that because many different mapping are possible, the data and the 
datatypes/virtualizations are maintained separately.) (Page 5, Paragraph 6). Also note that 

performing the aforementioned operations requires a memory and a processor. 

Foster fails to teach asynchronously receiving a plurality of datia instances. 

Lehner teaches asynchronously receiving a plurality of data instances (i.e. "...f/ie 
proposed PubScribe sen/ice relies on the asynchronous communication model of publish and subscribe, 
a very well known concept to implement asynchronous communication in distributed systems... Thus, 
traditional publish/subscribe systems implement a document based asynchronous and anonymous 
dispatching of messages." The preceding text excerpt clearly indicates that data instances/messages are 
asynchronously received at a subscriber through the publish/subscribe system.) (Figure 1.1; Page 28, 
Paragraphs 2-3). 

It would have been obvious to one skilled in the art at the time of Applicants 
invention to modify the teachings of Foster with the teachings of Lehner to include 
asynchronously receiving a plurality of data instances with the motivation of processing 
published messages and deriving result sets for registered subscription. 

As per Claims 2 and 6, Foster teaches publishing one of the plurality of 
datatypes, wherein the respective datatype instance is not published with the datatype 

(i.e. "For example, a file containing geographical data might be made accessible as an image via a data 
service that implements a 'JPEG Image' virtualization, with SDEs defining size, resolution, and color 
characteristics, and operations provided for reading and modifying regions of the image. Another 
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virtualization of the same data could present it as a relational database of coordinate-based information, 
with various specifics of the schema (e.g., table names, column names, types) as SDEs, and SQL as its 
operations for querying and updating the geographic data... A many-to-one mapping can also occur when 
different sen/ice interfaces are defined to the same underlying data virtualization that provide different 
subsets of available functionality..." The preceding text excerpt clearly indicates that the datatype (e.g. 
the template through which viewing the data is available) is published, but the data instance (e.g. the 
underlying data) is not, as the raw data is not viewable without translation via the datatype.) (Page 2, 
Paragraph 4; Page 5, Paragraph 5). 

As per Claims 3 and 7, Foster teaches a subscriber receiving the published 
datatype responsive to subscribing to the datatype of the first format is not required to 
recognize the format of the data instance (i.e. "For example, a file containing geographical data 
might be made accessible as an image via a data service that implements a 'JPEG Image' virtualization, 
with SDEs defining size, resolution, and color characteristics, and operations provided for reading and 
modifying regions of the image. Another virtualization of the same data could present it as a relational 
database of coordinate-based information, with various specifics of the schema (e.g., table names, 
column names, types) as SDEs, and SQL as its operations for querying and updating the geographic 
data... A many-to-one mapping can also occur when different service interfaces are' defined to the same 
underlying data virtualization that provide different subsets of available functionality..." The preceding text 
excerpt clearly indicates that the format of the data instance does not need to be recognized by the 
receiver, due to the translation that occurs between the data instance and the virtualization/published 
datatype.) (Page 2, Paragraph 4; Page 5, Paragraph 5). 

As per Claims 4 and 8, Foster teaches the reference to the data is a pointer (i.e. 
"In both cases, the data service implementation is responsible for managing the mapping to the 
underlying data source." The preceding text excerpt clearly indicates that the data is referenced by 
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mapping. It is well known in the art that a common way of mapping data is through. pointers.) (Page 2, 
Paragraph 4). 
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